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REMARKS 

Entry of the foregoing, reexamination and further and favorable reconsideration of 
the subject application, in light of the following remarks pursuant to and consistent with 37 
C.F.R. § 1.112, are respectfully requested. 

By the foregoing amendments, claim 3 has been canceled, without prejudice or 
disclaimer as to the subject matter disclosed therein, in order to remove the redundancy 
between claim 1 and claim 3. Because the claims submitted in the above-captioned 
application were the claims submitted in response to the Written Opinion, claims 1, 2 and 
10 have been amended to place the claims into the same form as filed with the PCT 
application. No new matter has been added by the foregoing amendments. 




RESPONSE TO REST RICTION REOT ITREMENT 

The Examiner has required that the present application be restricted, under 35 
U.S.C. §§ 121 and 372, to one of the following two groups of claims: 

Group I: Claims 1-7 and 9-18, drawn to an isolated DNA encoding, expression 
vectors and host cells for expressing, and a process for using said host cells for the 
manufacture of a glucoronyl C5-epimerase. 

Group II: Claims 8, 19 and 20, drawn to glucoronyl C5-epimerases and 
functional derivatives thereof. 



Applicants hereby elect, with traverse , the invention defined by the Examiner as 
Group I, which includes claims 1-7 and 9-18. For the reasons set forth below, Applicants 
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request that the restriction requirement be modified so that the inventions of Groups I and II 



be examined together. 



The restriction is traversed. Applicants respectfully note that during review by the 
International Searching Authority (ISA), the claims of the PCT application did not receive a 



under PCT Rule 13, Applicants submit that the current restriction requirement is improper. 

In Caterpiller Tractor Co. v Commissioner of Patent s and Trademarks, 231 
U.S.P.Q. 590, 590-1 (E.D. Va 1986), the Court held that a restriction requirement of 
claims found to have unity runs afoul of Article 27. Article 27 provides in part: 



Thus, analogous to the facts of Cater piller . as this application was filed under 35 
U.S.C. § 371 and the claims were found to have unity by the International Searching 
Authority, the U.S. Patent and Trademark Office cannot not now require a restriction. 
Requiring a restriction would run afoul of Article 27. Accordingly, Applicants request that 
the claims of Group II be rejoined with the claims of Group I. Applicants have attached a 
copy of the decision in Caterpiller for the convenience of the Examiner. 

On a separate note, Applicants respectfully note that the compounds of the claimed 
invention are ghicuronyl C5-epimerases, rather than glucoronyl C5-epimerases. 



lack of unity rejection. Because unity of invention was found for the PCT application 



(1) No national law shall require compliance with 
requirements relating to the form or contents of the 
international application different from or additional to those 
which are provided for in this Treaty and the Regulations. 
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CONCLUSION 



Applicants submit that the present application is fully in condition for examination. 
An early examination on the merits is earnestly solicited. 

In the event that there are any questions relating to this application, it would be 
appreciated if the Examiner would telephone the undersigned concerning such questions so 
that prosecution of this application may be expedited. 



Respectfully submitted, 



Burns, Doane, Swecker& Mathis, L.L.P. 



By: 



Deborah H. Yellin 



Registration No. 45,904 



P.O. Box 1404 

Alexandria, Virginia 22313-1404 
(703) 836-6620 



Date: May 17, 2001 
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Attachment to Amendment and Response to Restriction Requirement 

da ted M ay 17, 2 0 0 1 
Marked-up Claims 1, 2 and 10 

1 . (Amended) An isolated or recombinant DNA sequence coding for a mammalian, 
including human, glucuronyl C5-epimerase, or a functional derivative thereof [of said DNA 
sequence], capable of converting D-glucuronic acid (GlcA) to L-iduronic acid (IdoA) 
constituted by a nucleotide sequence comprising nucleotide residues 1 to 1404, inclusive, as 
depicted in the sequence listing. 

2. (Amended) A DNA sequence according to claim 1 constituted by a nucleotide 
sequence [residue] comprising nucleotide residues 73 to 1404, inclusive, as depicted in the 
sequence listing. 

10. (Amended) A recombinant expression vector containing a transcription unit 
comprising a DNA sequence according to claim 1 [3], a transcriptional promoter, and a 
polyadenylation sequence. 
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